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REMARKS 

es \-\ . ud\ e cv.ivi Ckums I P m he g?o ,t i of no. satutoiv 
v^\<n s „ j ii<< i'> r , v-itviHt. o.ei dame-, resoeai eh eUe 

.vvir.j: Im, .o \s> o ! °' >o 
Claim I b directed to 

> Os go i i \ method of producing Hi toe \ product that is 
a l o rr.. \^c» kl ummrising: 

exchanging o...m ecu .t market participant and an agent a 
creation unit basket of securities for the first fund traded .for a 
prescribed number of shares in the first fond, which has a basis that 
■ ad> the same basis as a creation unit basi j for a second 
fund that is traded on a second marketplace in a different country 
than that of the first fund; and 

delivering by either the agent or market participant a number of 
■o ie- 1 U ^u.mv ijaan' ii othe; ecus e to amount « it", 
"cash amount" that may be owed between the agent and the 
participant as a result of the exchange of the creation unit basket of 
securities for the shares in the first fond. 

v v.o-peridin< pphxahon 10/Oul.WO js directed to; 

I . t' Original) A method of producing shares ) first fund that 
hod comprising; 

n .i s n i jw tinman i jcj Uth L Kj 

a creation unit basket of securities hi a basis that is 

! i second 

fond that is traded on a second marketplace in a different country 
than that of the first lend; and 

delivering a prescribed number of shares m the first fund to the 
market participant, in exchange for the creation unit basket of 
se u - id < o id 1 umbei oi shares in the secoj n t c 
account for cash that is owed by tire agent to the participant. 
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up > Kith <«rsut.e nn . xi r_ jppjfin d.j i i e ins . ot u» u o ^'mv 
in the second fund to account for cash that is owed by the agent to the participant. 

« \ I vi. * s t > l ' 

! it^ ik MuH in, urn! V> f TJ ?. scc<m * i sol $ ben 
aie.fi e for fai u;i ularly point out and distinctly claim the subjec tci vhk 

j >:'■(> s out on L $c examiner Mated. 

Claim 1 is rejected under S5 U.S.C. 1 i2, second paragraph, as fn?ing incomplete 

v i \H i > <s I lil! u i * p luMur Uk sluts V. 

MM£P § 2n2.M.Th<; omitted steps are; how is the financial product produced? 

Claim I nches the features needed to distinguish over the cited art, namely, delivering by 
a market participant, to an agent for the first fund, a creation unit basket of securities having a 
basis that is substantially the same basis as a creation unit basis ior a sec nd h •< sat is traded 
on a second marketplace in a different country than that of the first fond and delivering a 

be u oi's res in the first fund to the market participant, in exchange for the 

creation unit basket of securities .... 

Any other steps omitted arc either conventional or not needed to define the subject matter 
of the invention. The feature of delivering by either the agent, or market participant a number of 
shares in she second fund or in other securities to account for any "cash amount" that may be 
owed between the agent and the participant ..." is reeded in the claim. The examiner has not 
furnished any prior art requiring Applicant to narrow the scope of this or any other feature of the 
claim. 

Accordingly, claim 1 is complete. 
Ihe examiner also argued that: 

The term "subsiasitiaily" j» claims L ? and 12 Ha s clause term which 
renders the claim indefinite. The term "substantially" Is not defined by the claim, 
the specification does not provide a standard lor ascertaining the. requisite degree, 
and one of nrdiriary skill In the art would not be n isoaabix tpprised of the scope oi 
the iavestion. How is "substantially the same hasts" measured? 
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Fheu* etc - h Jaim-> 1 7 and 12 does n enck 
indefinite, since one skilled in the art would undc t ) n v \ _ ' ^ti * * "v *nra v 

e-sai 11 v v iters: the fe t th a degree ol „ T met > s > . 

V;m ..cole v iscena. km o\ e. t sk f.vt n? ok an o aia >„c , c a J ^ <\ p Kar*'- 
specification. Indeed, to an exact arbitrage the creation units in the funds in general would need 
be identi c i rt could depart f >m c cal creat 1 i s dingi 

he degree 'at < id de re to dept t Iron he exactness < rhi oa el een l vo fends. 

The examiner also stated that: "The term "may be" in claims L 2, 4, 7, 8, 12 and 13 is 

s , qu ed Toot'" ilx C mrsodso vir asociAlee 
The examiner stated thai the term "small amount" in claims 4 and I e a a eiati\ e term 
rendering the claim indefinite. Applicant has amended claims 4 and 10, 

! v ! i v i * ie fNnc amendments and ren arks d » 12 u d n * 
added claims 14-15 are proper under 35 U.S,C. 112, second paragraph, 

ClaimJvCjectioos^ii UJihJ.103 

The examiner rejected claims 1-12 under 35 U.S.C. 1 03(a) as being unpatentable over 

Gastineau, US Pub. No. 2001/0025266 in view of "Exchange traded funds the wa ve of the 

future?," by Stuart M. Strauss, 

" v ^ net nod 



Re Ci&Un i < istiru in dm oscs fix mc hi <s < <! • < 1 wneia! product 
ifcss stJ ici-i i i i place,! uprising 

exchanging hcrween a market participant and as; agesf a creation unit basket 
of sec»ritfes tot the first fund traded for s pr< erih d (it s f>er of -.hares, in the first 
fnnd, which has a basis (hat is substantially (he sattie basis as a creation unit basis 
fw a second fund that is traded fa; a second marketplace in a different country tfcsa 
hat «f ihe first fasti {Casfiftesti {0001 j0«02j 00*13} 0084}) 

Gastint-ao. fails to escpiicitly disehsse a method corrsprisiri": 

delivering by either the agent or market participant a cumber of shares in the 
second fand or s» other fteeur iiies fo account for any "cash amount" that ma> be 

tweei i the participant a i . > < 

creation a.nii basket of securities for the shares in the first fond, 

Strauss diseases (he method comprising; 

delivering by either the agent ar market partidpani a onmber of shares in the 
second fond or in other securities to accetuit for «ay "cash amount" that may be 
ie age ' ? participant as a res a I xchange off! 
> s r , ties k> tin shares i ' » ' > 
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Is woaid have been obvious t« one of ordinary skill in the art at the time the 
sfsvcsstsoH was nmh io in dify ti hin i'Gasairieaa by idop t)g the teachings 
of Stra«ss so provide a ncthod farfhei et m , «s> (» « ther the (gent »i 

!,l<-*>tt pfitSCipd!!? 1 >«) S * liUMlMh ">H ill)! 1 > , v v s U JtJ^S t» 

account for any "cash amount" iha! may be owed teiwii the agent attd (he 
participant as s result of the exchange of the creafittB unit basket <>i • c« uriS ;s fot 
the stoes in the first fond. 

since no combination of these references suggests exchanging ... a creation unit, basket of 
securities for foe first fund .... which has a basis that is substantially the same basis as a creation 
unit basis for a second fond that: is traded on a * v . \, < ^ , >. > - t i it 
of the first fund a xi deih ering bv eithet the agent oi market participant a number of shares in the 
second fund or in other securities to account for a cash amount owed .... 

The c\ . i , . i c feat un a no such 

teaching is found in Gastineau. Rather, in the passages cited by the examiner, Gastineau 
describes a SPDR. a depository trading receipt based on the S&P 500 stock index. However, 
n <>o;e i >\n •> ' o . « cKcv i * t in Gastineau is there described both the first fond and 
! > second e econd marketplace h ad feren con the first 

fond, 

! qu •> ( ! i hedge et ex t li 
actively managed funds. However, the hedge basket does not possess the features of trading in a 
different country than the actively managed fund nor having the same or substantially the same 
creation unit basis. 

Wii s v i \ ) UJ f i < S f v. e v f 

ier the agent or m >articipanl hex of shares in 
the second fond or in other securities to account for a cash amount owed .... 

Rather. Strauss describes the conventional approach in which cash, is dehvere 1 to account 
t sen. t s v S s i iss lescribt on page ) 

A sassH cast) paysseflf (Gash C<H*pan«tti) generally mast ak« be made, the list 

'i tiifS numb f shares, of i hi t ( « s S >. > f n rtica i > 
s f i i> i het pai i t t > u < > i 

she srusiee (in the ease of ;s lift), or investment advisor or custodian (if! the esse of a 



itoora et at h *t,v - J 1 ^ \- ' • " ^ :(KP 

V20O2 



! i il I > > 1 

i ! rpisratkm <NSf v i. ish Component ) amo f> < he D idend 

Equivalent P»ym«jw s ' , | mount intended" 

to insure <hat (consistent >s iui Rule 22e-3 under the Investment Company Act of 
1940} shares are ps«-ch»sed at NAV next eaieaiated foSlo-.viag receipt of the parclune 

ptopci ) i 1 ' I ' tl t > > II ! 

eniihk aii ETF to make a distribution oj' dividends on the next payment date as Uaji 
of the i ! IS portfolio securities had licet! held for the entire dividend period. 
(Footnotes omitted). 



Strauss net the describes not suggests the first and the second funds traded in different 
countries,, nor docs Strauss describe delivering by either the agent or market participant a number 
of shares in the second fund or in other securities to account for a cash amount owed .... 
While Applicant notes that Strauss does desenlv del .n >...><> i s , t 'x m 
1 n at basket of securities, Strauss a bes that 

cash is exchange along with the shares exchanged for the creation unit basket of securities 

issdo* t i "delivering b eitl ' 1 f 1 f pant 

number of shares in the second fund or in other securities to account for a cash amount: owed ..." 
and no combination of these references describes or suggests this feature. 

Claim 7 is allowable over Gastineau taken separately or in combination with Strauss for 
t «. s - lo^ sen m claim 1, -namely that no combination of these references 
suggests a a m m et progran p oduct . for administrating a financial product thai is traded on a 
fet market] c pro* > ui i i creation unit hasl it s that is 

- M irsnd \ i ic - v*c i <ms < - the ou'uo unit basis for a second fund that is traded on a second 
■j u so,, - , v n , \ , j soni 'luOu , . un ' n n > i tsMi 
<h> s s so ! e < s< t t o si \- o her ^.un t v. to ^_,> snt g) , ti i no i i< n> ^ 
between the agent and the participant. .... 

in addition the examiner argues that: 



intended Use: I he claim makes several inti-nded use statements which do not 
carry patentable weight (i.e., "a computer program product tor"; "instructions 
for''}. What foiiows the statement of intended use (i.e.. "for") does not carry 
paientable weigh). 1 he claimed invention must result in a structural difference 

ten i claimed mven nti the ( ir art tti order to pafe> id ' i ; ■ 
the claimed ia vent ton from (he prior art. If the prior ari structure is capable of 
jjerfarmlBg the intended use, then il meets tite- claim. 



Claim 7 has been amended to recite a computer program product residing on a co mputer 
' k h , > i ! I mi una s ttus o iO /* t n 1 ? 

USPQ2d 1.031 (Fed. Cir. 1994) and the Federal Circuit's dismissal of an appeal in in re 
Beauregard, 53 FJd 1583, 35 U.S.P.Q.2d 1383 (Fed Cir. 1995), in lieu of the patent office's 
u \t\ *n _ > .o e<. .-imam>\ ■, t > >.> seiate. mw.m, \ 'e u \ - „ 1 ngthenso 
ot o i v K 

Instructions to ... "determine a number of shares in the second lend or number of shares 
a v as i amount owed bit . 
is not a statement of intended use, but rather recites a structural limitation oil the computer 
readable medium nit disiini lishes that computer readable led.mm i mofhe xunpute; 
readable mediums. Lowry. 32 F.3d at 1533, 

\ v vx nms patentable weigl Ok k cited in i)k 

chums o t i t urn ! instil <. c m nb st sm j ! ! 1 m 

program product . . . since neither reference teaches the features in the claim. 

Claim 12 is allowable over Gastineau and Strauss for analogous reasons given in claim 7. 

Claims 2, 8 and 13 are allowable over Gastineau in view of Strauss for the reasons 
discussed ;u v. ease chmnv 

. L v * me «« 

< f <)! s <. h _ inei he u>mb i * c <. v u< s . 

combinati < t s inferences describes or suggests "if the cash amount is a negative amount 
\ a t ns mheseco Uman'ry fund or pan ides ufm ecuistses <. 

amount and if cash amount is a positive amount the agent accepts second country fund shares or 
other >c. a c ; a <n v. a h amount. 

OaitILidjaid|0 

than 1 *.\ai c is % hie since no comb < ests that 

i< m ^ t v v i vlemsieouin j i i ni m n \v 

pS.xv'n v lei < \ shares oi othei securities piv\ de<. to cover the cash amount 
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I t .s - ) Uiid il 

fhese c s a n. i u lev- of Straus since no eo nh» a oi 

suggests, for example, that She agent sets a maximum cash amount that it will give to or receive 

i s I il i i 1 1 1 ns f i \ el i o, i ^ ui, i 

issuance or receipt of the second country hand shares or other securities, rather t han cast; (claim 
6}. 

There is no other option for the agent or the participant hut to exchange cash in the 
itoces s 5 *'s a closed by Strauss' or the combined teachings of Gastmeau 

ami Strauss, 

The prior art made of record and not relied upon netthet < esc bes n m ->* . mm.a 
\p >ii cantos invention v* hethei taken separately or in combination with the art. of record. 

Enclosed is an In ton-nation Disclosure Statement The references on this statement. 
Whether taken separately or in combination with the art of record, neither describe nor suggest 
the features of Applicant's claims. 

Newly added claim 13-15 are allowable for analogous reasons as those given in their 
u --peons e araha no churn 

\ev v « claim lo directed h> \ computer program product is allowable at least 
because it includes instructions to ... determine a number of shares in the second exchange- 
traded fund or other securities to satisfied an amount oi t si In s edKoneei n ert and 
the participant 

Claims 17-18 are allowable at least for the reason that they depend directly or indirectly 
on done 1 8, 

i Ui cted to a method for * 1st lg a iirs 
mod is allowable ai least because tt includes . . . determining a number of shares in the second 
exchange-traded fund ot te sect hit 1 dish d t an t . > t cas) > lis > >etw« K 

>< C 1 H\ 

Claims 19-20 are allowable at least for the reason that they depend directly or mduoeily 
on claim 18. 
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Please charge the excess claims lee of $400 to deposit account 06-1050. Please apply 
an> other charges or credits to deposit account 06- S 050. 

Please apply any other charges or credits to deposit account 06-1050. 



Respectfully submitted. 
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